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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 15, 
2008 has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-4 and 7-10 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Considering Claims 1-4 and 7-10 : Claim 1 has been amended to recite two different 
molecular weight ranges for component B depending on the type of coating. It is 
unclear whether these limitations are required in the claim, as there is nothing in the rest 
of the claim to indicate that the which type of coating the claim is. As the word "and" is 
used to link the two possiblities, it appears that the claim requires two separate 
molecular weight ranges. For the purpose of further examination the claim is being 
interpreted as requiring only one of the two ranges in any one embodiment. 

A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
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narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 1 recites the 
broad recitation "number average molecular weight", and the claim also recites 
"preferably in the range between 1 ,000 and 40,000" which is the narrower statement of 
the range/limitation. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-4 and 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Noomen et al. (US Pat. 5,21 9,958) in view of Becker et al. (US Pat. 5,677,379). 
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Considering Claim 1 : Noomen et al. teaches a thermosetting/curable coating 
composition (1:13-17) comprising a compound having multiple activated unsaturated 
groups (2:30-3:21); a compound having at least two acetoacetate groups (4:49-56); a 
basic catalyst (5:15-32); and a carboxylic acid that is preferably formic, acetic or 
propionic acid (5:38-6:4). Noomen et al. also teaches the number average molecular 
weight of the acetoacetate compound as being from 230-30,000 (4:49-56) with a value 
of 1210 being used in the examples (8:22-40). 

Noomen et al. does not teach the catalyst as being a tertiary alkyl phosphine. 
However, Becker et al. teaches using an alkyl phosphane/phosphine such as tributyl 
phosphane as a catalyst for a Michael reaction (13:51-67) between an activated 
unsaturated group and an activated hydrogen (1 :45-2:9). Noomen et al. and Becker et 
al. are analogous art as they are concerned with the same field of endeavor, namely 
Michael addition curable compositions. It would have been obvious to a person having 
ordinary skill in the art at the time of invention to have used the alkyl phosphane catalyst 
of Becker et al. in the composition of Noomen et al., and the motivation to do so would 
have been, as Becker et al. suggests, alkyl phosphanes are functionally equivalent to 
the amine catalysts of Noomen et al. in Michael addition curable compositions (13:51- 
67). 

Noomen et al. does not teach adding the acid before the catalyst. However, the 
selection of any order of mixing ingredients is prima facie obvious. In re Gibson, 39 F.2d 
975, 5 USPQ 230 (CCPA 1930). See MPEP § 2144.04. As there has been no 
showing of new or unexpected results, it would have been obvious to a person having 
ordinary skill in the art at the time of invention to have added the acid prior to the 
catalyst. 

Considering Claim 2 : Noomen et al. teaches the ratio of unsaturated groups to 
activated hydrogens as being from 1 :4 to 4:1 (5:3-13). 

Considering Claim 3 : Noomen et al. teaches adding the catalyst in an amount of 0.05 to 
3.0 weight percent (5:32-37) with 0.3 weight percent being used in an example 
(Example 1). 
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Considering Claim 4 : Noomen et al. teaches the acid as being present in an amount of 
0.22 weight percent (Example 1). 

Considering Claims 7-10 : Noomen et al. teaches the composition as being 
gelled/crosslinked (9:1-21). 

Response to Arguments 

Applicant's arguments filed July 15, 2008 have been fully considered but they are 
not persuasive, because: 

A) Applicants argument that Noomen does not teach selecting a strong basic 
catalyst that avoids "cloudiness to the lacquer due to bad solubility, as well as 
considerable yellowing, as known" (Applicants arguments, page 5) is not persuasive. 
The reference cited in the specification to support this statement, Brindopke et al. (US 
Pat. 4,871 ,822) does not in fact teach that the catalysts of Noomen et al. result in bad 
solubiltiy and considerable yellowing. Rather, Brindopke et al. teaches that alkali metal 
catalysts have these undesirable qualities (1:67-2:3). The catalysts disclosed in 
Noomen et al. (5:15-31) are actually part of the invention of Brindopke et al. (16:20-24) 
that results in a reduction of these undesirable qualties.. 

B) Applicants argument that the references do not teach varying the number 
average molecular weight based on the application is not persuasive. As discussed 
above, the claim is being interpretated as requiring one of the claimed ranges 
depending on the embodiment. As Noomen et al. teaches a liquid composition with a 
molecular weight in the claimed range of 230 to 2000 (8:22-40), Noomen et al. is 
considered to meet the claim. 

Irie et al. has been removed as the primary reference in response to amendment. 
Irie et al. teaches away from using an acetoacetate functional compound (1 :62-67). 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Liam J. Heincer whose telephone number is 571-270- 
3297. The examiner can normally be reached on Monday thru Friday 7:30 to 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Mark Eashoo, Ph.D./ 

Supervisory Patent Examiner, Art Unit 1796 

27-Sep-08 



LJH 

September 18, 2008 



